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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement filed 28 June 2004 fails to comply with 37 CFR 
1.98(a)(3) because it does not include a concise explanation of the relevance, as it is presently 
understood by the individual designated in 37 CFR 1.56(c) most knowledgeable about the 
content of the information, of each patent listed that is not in the English language. It has been 
placed in the application file, but the information referred to therein has not been considered. 

Specification 

2. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required:- Claim 25 recites: "means for converting the packets into a signal which is 
a transmission unit in a synchronous digital transmission standard and for sending the signal by 
said synchronous digital transmission; and means for converting said signal into the packets." 
This literally requires the transmission device to transmit a signal and then covert the very same 
signal into packets. Similarly, claim 27 recites: "transmission device comprising: , . . means for 
sending the signal by said synchronous digital transmission; and . . . means for separating at least 
one overhead from said signal, means for generating data streams by demultiplexing data of said 
signal without the overhead and means for extracting the packets from the data streams"; claim 
30 recites: "means for sending the signal by said synchronous digital transmission and means for 
converting said signal into the packets"; and claim 32 recites: "means for sending the signal by 
said synchronous digital transmission; and a second circuit including means for separating at 
least one overhead from said signal, means for generating data streams by demultiplexing data of 
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said signal without the overhead and means for extracting the packets from the data streams". 
Again, these recitations literally require the transmission device to transmit a signal and then 
convert the very same signal into packets. The specification does not provide proper antecedent 
basis for the requirement that the transmission device transmit a signal and then convert this 
signal into packets. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 28, 29, 33, and 34 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which . 
applicant regards as the invention. 

5. Claim 28 recites: "transmission device for transmitting packets by converting the packets 
into an STM signal . . . [through] packet mapping means for mapping a plurality of packets into 
an entire section payload area of the STM signal". Claim 28 further recites: "packet retrieving 
means for extracting said each packet from the section payload area." It is unclear how the 
transmission device transmits the packets after converting the packets into an STM signal by 
extracting the packets from the section payload area through packet retrieving means. Simply, 
the packet retrieving means belongs in an STM receiving device which receives the transmitted 
STM signal, such that it is not required for the transmission of the packets. Examiner further 
notes that the phrase "said each packet" in line 5 requires the packet retrieving means to extract 
the very same packets that the mapping means has mapped to the STM signal. Applicant should 
amend the claim to clarify that the packet retrieving means is directed to reception of an STM 
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signal and to clarify that the packet retrieving means on a device does not operate on the STM 
signal that the device intends to transmit. 

6. Claim 33 recites: "transmission device each of which comprises packet mapping means 
for mapping a plurality of packets into an entire section payload area of the STM signal". Claim 
33 further recites: "packet retrieving means for extracting said each packet from the section 
payload area." It is unclear how the transmission devices transmit the packets after converting 
the packets into an STM signal by extracting the packets from the section payload area through 
packet retrieving means. Simply, the packet retrieving means belongs in an STM receiving 
device which receives the transmitted STM signal, such that it is not required for the 
transmission of the packets. Examiner further notes that the phrase "said each packet" in line 5 
requires the packet retrieving means to extract the very same packets that the mapping means has 
mapped to the STM signal. Applicant should amend the claim to clarify that the packet retrieving 
means is directed to reception of an STM signal and to clarify that the packet retrieving means 
on a device does not operate on the STM signal that the device intends to transmit. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 22, 24, and 36 are rejected under 35 U.S.C. 102(b) as being anticipated by Ueda 
etal.(USPN 5,359,600). 
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9. Regarding claims 22, 24, and 36, Ueda discloses a circuit and method for converting an 
STM signal in SDH transmission into packets (col. 2, lines 38-46, where the STM signal is 
converted into ATM cells, i.e. packets, see also col. 3, lines 33-36), wherein said circuit is used in . 
a transmission device for transmitting packets (col. 1, lines 9-10, where switching systems are 
transmission devices for transmitting packets), said circuit comprising means for and said 
method comprising the steps of: separating at least one overhead which is necessary for said 
SDH transmission from said STM signal (col. 2, line 63-col. 3, line 3, where the STM overhead 

is separated from the STM signal); generating data streams by demultiplexing data of said STM 
signal without the overhead (col. 2, lines 38-46, where the STM signal is decomposed into lower . 
levels, i.e. data streams, see also col. 3, lines 33-36); and extracting the packets from the data 
streams by using at least one data link layer process (col. 2, line 63-col. 3, line 3, where the ATM 
cells are extracted). 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. Claims 19, 21, 25, 27, 30, 32, and 35 are rejected under-35 U.S.C. 103(a) as being 
unpatentable over Ueda et al. (USPN 5,359,600) in view of Romeijn (USPN 5,457,691). 

12. Regarding claims 19, 21, and 35, Ueda discloses a circuit and method for converting 
packets into an STM signal in SDH transmission (col. 1, lines 61-63, where a series of data ATM 
cells, i.e. packets, are converted into an STM-N frame), wherein said circuit is used in a 
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transmission device for transmitting packets (col. 1, lines 9-10, where switching systems are 
transmission devices for transmitting packets), said circuit comprising means for and said 
method comprising the steps of: converting the packets into a plurality of data streams by using 
at least one data link layer process (col. 2, lines 38-46, where the incoming signal is 
demultiplexed into a plurality of data streams, i.e. the cells are converted into a plurality of data 
streams, and col. 3, lines 33-36, where the demultiplexing occurs at the ATM level, i.e. the data 
link level); multiplexing the data streams by using at least one interleaving process and 
generating STM data which is a unit of said SDH transmission (col. 2, lines 38-46, where the 
data streams are multiplexed into a higher level STM signal format, i.e. multiplexing by an 
interleaving process); and generating said STM signal by adding at least one overhead which is 
necessary for said SDH transmission to the STM data (col. 3, line 67-col. 4, line 2, where STM 
overhead is inserted into the STM frame). 

Ueda does not expressly disclose multiplexing the data streams without adding any 
overhead of a VC signal. Rather, Ueda suggests that there will be overhead of a VC signal added 
since the STM-N signals conform to the CCITT Recommendations G-series. Ueda further 
discloses that the signals are switched at the ATM cell level (col. 3, lines 33-36). Romeijn 
teaches, in an STM system, eliminating the VC-4 container overhead (col. 2, lines 55-65) to save 
time and circuitry that otherwise would be required to build a proper STM-1 frame including 
VC-4 (col. 3, lines 2-5). Romeijn further discloses multiplexing at the VC-12 level (col. 4, lines 
4-7); however, Romeijn recognizes that this results in nine unused columns after multiplexing 
(col. 4, lines 9-12). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to eliminate the VC-4's overhead to save time and circuitry. In addition, it 
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would have been obvious to one of ordinary skill in the art to eliminate the VC-12 overhead and 
to multiplex on the ATM cell level to thereby efficiently utilize all bandwidth available in the 
STM frame. 

13. Regarding claims 25 and 30, Ueda discloses a plurality of transmission devices each of 
which comprises means for converting the packets into a signal which is a transmission unit in a 
synchronous digital transmission standard (col. 1, lines 61-63, where a series of data ATM cells, 
i.e. packets, are converted into an STM-N frame, i.e. a transmission unit in a synchronous digital * 
transmission standard), means for sending the signal by said synchronous digital transmission 
(Fig. 1, ref. 17, and col. 2, lines 33-37, where the STM signal is sent over the optical network), 
and means for establishing a connection between said transmission devices by using said signal 
(Fig. 1 and col. 2, lines 50-61, where the. switch sends the signals to "adjacent switching nodes"). 
Ueda also discloses means for converting a signal into the packets (col. 2, lines 38-46, where the 
incoming signal is converted into packets, see also col. 3, lines 33-36). Ueda does not expressly 
disclose that the converting means operates on the signal transmitted by the sending means. 
However, one of ordinary skill in the art could have combined the sending means and the 
converting means as claimed by known methods by simply connecting the sending means to the 
converting means in a single device. One of ordinary skill in the art would have recognized that 
the results of this combination were predictable, namely that the sending means would transmit a 
signal comprised of packets and that the converting means would deconstruct the received signal 
to yield the packets. Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to use the sending means of Ueda with the converting means of Ueda to 
form a signal from packets and then to deconstruct this signal into its constituent packets. 
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14. Regarding claims 27 and 32, incorporating the rejections of claims 19, 21, and 35 and the 
rejection of claims 22, 24, and 36, Ueda in view of Romeijn discloses a transmission device 
comprising: a first circuit comprising means for converting the packets into a plurality of data 
streams, means for multiplexing the data streams without adding any overhead for upper layer 
transmission, means for generating a signal which is the transmission unit by adding at least one 
overhead to the multiplexed data streams and means for sending the signal by said synchronous 
digital transmission, as outlined above, in the rejection of claims 19, 21, and 35. In addition, Ueda 
in view of Romeijn discloses a receiving device comprising a second circuit comprising means 
for separating at least one overhead from a signal, means for generating data streams by 
demultiplexing data of that signal without the overhead and means for extracting the packets 
from the data streams, as outlined above in the rejection of claims 22, 24, and 36. Ueda in view 
of Romeijn does not expressly disclose that the second circuit operates on the signal transmitted 
by the first circuit. However, one of ordinary skill in the art could have combined the transmitter 
and the receiver as claimed by known methods by simply connecting the transmitter to the 
receiver in a single device. One of ordinary skill in the art would have recognized that the results 
of this combination were predictable, namely that the transmitter would form a signal from 
packets and that the receiver would deconstruct the received signal to yield the packets. 
Therefore it would have been obvious to one of ordinary skill in the art at the time of the* 
invention to use the transmitter of Ueda in view of Romeijn with the receiver of Ueda to form a 
signal from packets and then to deconstruct this signal into its constituent packets. 

15. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ueda et al. 
(USPN 5,359,600) in view of Romeijn (USPN 5,457,691) as applied to claim 19 above, and 
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further in view of Vogel (USPN 6,075,788) and W. Simpson, Internet Engineering Task Force 
(IEFT) Request for Comment (RFC) 1619, entitled "PPP over SONET/SDH" (May 1994). 

16. Regarding claim 20, Ueda in view of Romeijn does not expressly disclose that said 
packets are IP packets which are used for realizing acommunication by the Internet Protocol. 
Rather Ueda in view of Romijn teaches that the packets are ATM cells (Ueda: col. 1, lines 61- 
63). Vogel teaches in a synchronous digital transmission network, that it is well known to 
transmit ATM cells directly over the SDH network or to transmit PPP frames directly over SDH, 
with PPP being an "alternative mode of transmission" (col. 1, lines 23-28). Vogel further refers 
to IETF's RFC 1619, where this document specifies that PPP is directed to an Internet 
environment (RFC: p. 1), such that PPP carries IP packets. Thus, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to replace the ATM protocol of Ueda 
in view of Romeijn with the IP / PPP protocols of Vogel, which constitute an "alternative mode 
of transmission," because one of ordinary skill in the art would have been able to carry out such 
a substitution, as evidenced by Vogel' s teachings, and the results were reasonably predictable, 
namely the transmission of IP packets over an optical network. 

17. Claims 23, 26, and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ueda et al. (USPN 5,359,600) as applied to claims 22, 25, and 30 above, and further in view of 
Vogel (USPN 6,075,788) and W. Simpson, Internet Engineering Task Force (IEFT) Request for 
Comment (RFC) 1619, entitled "PPP over SONET/SDH" (May 1994). 

1 8. Regarding claims 23, 26, and 3 1 , Ueda does not expressly disclose that said packets are 
IP packets which are used for realizing a communication by the Internet Protocol. Rather Ueda 
teaches that the packets are ATM cells (col. 1, lines 61-63). Vogel teaches in a synchronous 
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digital transmission network, that it is well known to transmit ATM cells directly over the SDH 
network or to transmit PPP frames directly over SDH, with PPP being an "alternative mode of 
transmission" (col. 1, lines 23-28). Vogel further refers to IETF's RFC 1619, where this 
document specifies that PPP is directed to an Internet environment (RFC: p. 1), such that PPP 
carries IP packets. Thus, it would have been obvious to one of ordinary skill in the art at the time 
of the invention to replace the ATM protocol of Ueda with the IP / PPP protocols of Vogel, 
which constitute an "alternative mode of transmission," because one of ordinary skill in the art 
would have been able to carry out such a substitution, as evidenced by Vogel 5 s teachings, and the 
results were reasonably predictable, namely the transmission of IP packets over an optical 
network. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel J. Ryman whose telephone number is (571)272-3152. The 
examiner can normally be reached on Mon.-Fri. 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Huy Vu can be reached on (571)272-3155. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system: Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Daniel J. Ryman 
Examiner 
Art Unit 2616 



